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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^| Responsive to communication(s) filed on 05 November 2008 . 
2a )□ This action is FINAL. 2b)£3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^3 Claim(s) 1-4,7,8 and 10-22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-4, 7, 8, and 10-22 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) L~H The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 0 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Acknowledgements 
1. Claims 1-4, 7, 8, and 10-22 are pending and have been examined. 



Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submissions filed on 30 October 2008 and the subsequent Request on 
5 November 2008 have been entered. 



Specification 

3. The Examiner thanks Applicants for the title change. The title has been slightly amended 
from the desired change to "COMMUNICATION SERVICE METHOD AND 
COMMUNICATION APPARATUS THEREOF FOR TRANSMITTING ADVERTISEMENTS 
IN A PRIVATE COMMUNICATION ENVIRONMENT" (note the *S* at the end of 
"ADVERTISEMENT"). If this is not agreeable to Applicants, another title may be filed with the 
response to this action. 
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Claim Objections 

4. Claims 14-22 are objected to because of the following informalities: independent claim 
14 notes that the "prescribed area in the first image data is determined based on feature points...". 
Independent claim 1 recites "the" feature points, and it is unclear whether Applicants intended to 
put "the" before "feature points" in claim 14 as well (as it would then refer to the "extracting 
means" above). As it is written, the extracting means' results have no bearing on the defining of 
the prescribed area.. Appropriate correction, or a simple assent to the facts, is required. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-4, 7, 8, 12-19, and 22 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Patent 7,072,856 ("Nachom") in view of Cascading windows: Definition 
from Answers.com ("Windows" - note copyright date of 1998 on image). 

6. As per claims 1-4, 7, 8, 12-19, and 22, Nachom teaches: 

7. connecting a plurality of communication terminals to each other and transmitting signals 
between said terminals (figures 1 and 2); 

8. superposing a second advertisement image over a first image and transmitting the 
superposed image to a user (figure 2; column 5, lines 10-33); 
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9. prescribed area in the first image data is determined based on. . .a usage of the one or 
more products (the popup in Nachom is sized according to the data enclosed in the popup, see 
figure 5, reference number 26. Further, it is inherent in the computing arts to create 
appropriately-sized windows). 

10. transmitting advertisements to users of said terminals (figure 2; column 5, lines 10-33) 
and providing information to said users in response to a demand from said users (column 5, lines 
33-43); 

1 1 . superposed image data (figure 2, reference number 26 - the data contained in that window 
is an image in and of itself). 

12. displaying a transaction environment to the users (column 5, line 43 - column 6, line 6); 

13. replacing an area of the first image data with the second image data and blending the data 
at a prescribed ratio (see column 5, lines 30-35 - "Information may be presented in the form of a 
pop-up screen or an embedded hyperlink". Using a pop-up screen is a method that replaces a 
prescribed area of the first image data (the original webpage, figure 2, reference number 20) with 
second image data); 

14. sending the superposed image based on the first user (advertiser) and a second user 
(consumer) (column 5, line 10 - column 6, line 44); 

15. transmitting data over the Internet (column 4, lines 50-61), therefore transmitting data 
and signals that the Internet typically supports - such as the JPEG, GIF, MPEG, MP3 file 
formats (well-known to those skilled in the art at the time of the invention) 

16. a user completing a transaction at a second site, accessed by clicking on said pop-up ads 
(see abstract; figure 2, reference numbers 34-40-44, 50, 52 et seq); 
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17. As per claims 3, 4, 7, 8, and 18, data stored in memory that does not affect a claimed 
method or apparatus does not distinguish the claims from the prior art (see MPEP 2106.01). 
Similarly how stored data in memory is arranged for display does not distinguish the claims from 
prior art (claims 7, 8). 

18. As per claim 13, websites that sell multiple products were old and well-known to those 
skilled in the art at the time of the invention (such as Amazon.com, Buy.com, etc). As Nachom 
applies his system to companies that perform business over the Internet (column 5, lines 25-50), 
it would have been obvious to one of ordinary skill in the art at the time of the invention to use 
Nachom to sell multiple products. 

19. Nachom does not explicitly disclose: 

20. extracting feature points from the first image according to luminance and color of the first 
image data, prescribed area in the first image data is determined based on feature points of the 
first image data. 

a. Windows teaches that the idea of "cascading windows" (using Windows 3 . 1 , an 
Operating System from the early 1990s) is a technique where windows are displayed in a 
"progressive order" so that the title bars of each window are all visible and able to be 
selected. Such a determination must inherently be made upon the luminance and the 
color (as the title bar is a different color and luminance from the rest of the window). 
This is done to allow access to each window while conserving space on the screen. 

b. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify Nachom to use the cascading windows feature as 



Application/Control Number: 09/8 1 7,597 Page 6 

Art Unit: 3621 

described in Windows, because it would result in a system where all of the windows were 
accessible, but the screen's "real estate" (available space) was used efficiently. A person 
having ordinary skill in the art would see this as advantageous because it allows for a 
system that better conserves space. 

21. Claims 10, 11, 20, and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nachom, in view of Windows, further in view of US Patent 5,721,827 ("Logan"). 

22. As per claims 10, 11, 20, and 21, neither Nachom, Windows, nor the combination of both 
references, explicitly teach compensating a user for viewing advertisements. Logan teaches 
compensating a user for viewing an ad (see abstract). Logan also teaches targeting 
advertisements to users based on user preferences (column 9, line 12 - column 10, line 5). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the combined invention of Nachom and Windows to compensate the users 
for advertisements as is done in Logan, because it would provide a more successful system 
where more users will click advertisements (because of the obvious financial benefits). 

23. In the alternative, claims 1-4, 7, 8, 12-19, and 22 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Nachom in view of Windows, further in view of the Home Shopping 
Network, as covered by "These days, TV powerhouse HSN is even used by stars like Madonna", 
a story from the Daily News covering the past 3 decades of the network's operations ("HSN"), 
further in view of "Ad Blockers Challenge Web Pitchmen", story from Los Angeles Times, 2 
March 1999 ("Blockers"), enclosed in previous action. 
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24. In the alternative, claims 10, 11, 20, and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nachom, in view of Windows, further in view of Logan, further in view of 
HSN, further in view of Blockers. 

25. It is the examiner's primary position that the claims are anticipated because of the above 
inherent features (i.e. showing image signals of the first user selling the one or more products). 
However, if not inherent, then the old and well-known "Home Shopping Network" has taught 
showing image signals of an advertiser selling items (see pictures with titles "The early days of 
HSN, in 1983", "130 million sold: Joy Mangano's Huggable Hangers are the biggest sellers in 
HSN's history"), as well as video and audio signals, for many years, and Blockers discloses 
"advertisements that require large amounts of data, like a full-motion video..." (page 2, ]fl). 

26. It would have been obvious to a person having ordinary skill in the art to include in 
Nachom and Windows (or Nachom and Logan and Windows) the selling of products via video 
as taught by HSN, since the claimed invention is merely a combination of old elements, and in 
the combination, each element merely would have performed the same function as it did 
separately. A person having ordinary skill in the art would have recognized that the results of the 
combination were predictable. 

27. Furthermore, it would have been obvious to a person having ordinary skill in the art to 
include in Nachom and Windows (or Nachom and Logan and Windows) the enclosure of video 
signals (which inherently include image signals) in Internet advertisements as taught by 
Blockers, since the claimed invention is merely a combination of old elements, and in the 
combination, each element merely would have performed the same function as it did separately. 
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A person having ordinary skill in the art would have recognized that the results of the 
combination were predictable. 

Response to Arguments 

28. Applicants' arguments with respect to the claims have been considered but are moot in 
view of the new ground of rejection. They argue limitations that were not previously in the 
claims - as they have been fully addressed in this Office Action, the arguments are overcome. 

Conclusion 

29. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

30. "cascading windows", a definition from www.webopedia.com , last modified 1997 - 
pertinent to the "extracting feature points" step of the independent claims. 

3 1 . Examiner's Note: Although Examiner has cited particular columns, line numbers and 
figures in the references as applied to the claims above for the convenience of the applicant(s), 
the specified citations are merely representative of the teaching of the prior art that are applied to 
specific limitations within the individual claim and other passages and figures may apply as well. 
It is respectfully requested that the applicant(s), in preparing the response, fully consider the 
items of evidence in their entirety as potentially teaching all or part of the claimed invention, as 
well as the context of the passage as taught by the prior art or disclosed by the Examiner. 
Furthermore, it must be noted that the documents cited on any enclosed PTO-892 or PTO-1449 
form are cited in their entirety. 



Application/Control Number: 09/8 1 7,597 Page 9 

Art Unit: 3621 

32. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher C. Johns whose telephone number is (571)270-3462. 
The examiner can normally be reached on Monday - Friday, 9 am to 5 pm. 

33. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Fischer can be reached on (571) 272-6779. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

34. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Christopher C Johns 

Examiner 

Art Unit 3621 

CCJ 

/ANDREW J. FISCHER/ 

Supervisory Patent Examiner, Art Unit 3621 



